
PGR IPR Derivation Reexam District Court DJ
Litigation 

Eligible Target
Patents

AIA patents only: 
EFD ≥ Mar. 16, 2013

Any patent AIA patents only: EFD ≥ 
Mar. 16, 2013

Any patent Any patent

Grounds

§§ 101, 102, 103, 112 
(but no best mode) 
including double 
patenting

Only §§ 102 and 103 
(patents and printed 
publications)

Derived invention 
without authorization

Only §§ 102 and 103 
(patents and printed 
publications)

Any (except best mode)

Timing

Within 9 months of 
patent grant (or 
reissue)

AIA patents: After 9 
months (end of PGR) 
Non-AIA patents: after 
issuance
Both: only within 1 year of 
civil action

Within 1 year of grant or 
publication of claim, 
whichever is earlier

Anytime patent remains 
assertable

Anytime patent remains 
assertable

Eligible Filing 
Parties

Any 3rd party Any 3rd party Inventor Anyone Anyone with standing 
(substantial controversy between 
parties having adverse legal 
interests of sufficient immediacy 
and reality; requires affirmative 
act by patentee)

Claim 
Interpretation

Same as district 
court civil action 
(Phillips)

Same as district court 
civil action (Phillips)

Same as district court 
civil action (Phillips)

Broadest reasonable 
interpretation (BRI) 
except
Expired patents: Phillips

Markman / Phillips

Threshold
More likely than not 
unpatentable

Reasonable likelihood 
petitioner will prevail

Substantial evidence Substantial new 
question of patentability 
(SNQ)

Plausibility (Iqbal / Twombly)

Estoppel (for 
Challenger)

Raised or reasonably 
could have raised

Raised or reasonably 
could have raised

None by statute, but 
derivation-specific 
administrative estoppel 
and deference

None by statute, but 
administrative estoppel 
and deference

Res judicata and collateral 
estoppel (for civil actions 
only)

blueovergray.com

https://www.uspto.gov/patents-application-process/patent-trial-and-appeal-board/trials/post-grant-review
https://www.uspto.gov/patents-application-process/patent-trial-and-appeal-board/trials/inter-partes-review
https://www.uspto.gov/patents/ptab/trials/derivation-proceeding
https://www.uspto.gov/web/offices/pac/mpep/mpep-2200.html
https://uscode.house.gov/view.xhtml?req=granuleid%3AUSC-prelim-title28-chapter151&edition=prelim
https://scholar.google.com/scholar_case?case=2207195741320793153
https://scholar.google.com/scholar_case?case=2207195741320793153
https://scholar.google.com/scholar_case?case=2207195741320793153
https://www.uspto.gov/web/offices/pac/mpep/s2111.html
https://www.uspto.gov/web/offices/pac/mpep/s2258.html
https://scholar.google.com/scholar_case?case=2207195741320793153
https://scholar.google.com/scholar_case?case=5582995013670943601
https://scholar.google.com/scholar_case?case=2207195741320793153
https://scholar.google.com/scholar_case?case=16725752296468120395
https://scholar.google.com/scholar_case?case=913703117340005992
http://www.blueovergray.com/

